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DETAILED ACTION 
Response to Amendment 

1. As a result of the amendment, the rejection of claims 1, 10, 18, 20 and 21 under 
35 U.S.C. 102(b) as being anticipated by Stewart (US 4909394) has been 
withdrawn. 

2. As a result of the cancellation of claim 22, the rejection under 35 U.S.C. 1 12, 
second paragraph, has been withdrawn. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1, 4-21 and 23-27 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the 
invention. 

Instant claim 1 recites the limitation "having a different configuration from 
the primary container." It is unclear from the claim as to what is meant by "a 
different configuration." The specification uses the term configuration to describe 
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the arrangement of the cup holder with respect to the primary container however 
this has already been described in the claim and as such the limitation "different 
configuration" is unclear. 

5. Claims 11 and 24 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Regarding claims 1 1 and 24, the phrase "such that" renders the claim 

indefinite because it is unclear whether the limitations following the phrase are 
part of the claimed invention. See MPEP § 2173.05(d). 



Claim Rejections - 35 USC § 103 



6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

Determining the scope and contents of the prior art. 
Ascertaining the differences between the prior art and the claims at issue. 
Resolving the level of ordinary skill in the pertinent art. 
Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



1. 
2. 
3. 
4. 
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1. Claims 1, 4-6,10-11 and 18-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tai (US 6138862) in view of Stewart (US 4909394), 
Schnakenberg (US 1366839) and Rasanen (WO03068613). 

The limitations and reasons for rejection are taken as cited in the prior 
Office Action, mailed August 9, 2007. 

The amendment to the claims brought the limitations of claim 2 in to claim 
1 , thus requiring the addition of the Rasanen reference. 

It is additionally asserted regarding the rejections using Tai, Stewart and 
Schnakenberg, that Tai teach the use of a cup and a cup holder. Stewart 
teaches that it has been known in the art to provide a packaged configuration 
wherein a food product is disposed between a primary container and another 
container. Stewart is also relied on to teach using the two cups, such as those 
similar to Tai for providing a packaged beverage, wherein the two cups provide a 
seal between which is provided the food product. In combination Tai teaches 
using one of the cups as a cup holder to provide insulation, while Stewart 
teaches using the cup to seal the contents therein. Schnakenberg is relied on to 
similarly teach using two containers for sealing a dry beverage material therein 
and further for utilizing both containers for mixing when water is added to the dry 
mix. Nevertheless the prior art teaches using a cup for sealing a container that 
has a food product therein and also to use a nested cup for the purpose of heat 
insulation when the dry mix is hydrated. 
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Regarding the limitation wherein the cup holder has a different 
configuration from the primary container and in light of the rejection under 112, 
second paragraph, above, it is noted that Tai teach two containers having a 
different configuration. That is, the inside container is rotated 90 degrees relative 
to the outside container for the purpose of providing the insulating effect. 

Additionally, it is noted that to shorten the cup holder as recited in instant 
claim 1 1 ,.and thus change the configuration of the cup holder to be different from 
the configuration of the primary container would not have provided a patentable 
feature over the prior art. The physical length of the cup holder is considered a 
change in size which would not have resulted in the prior art performing any 
differently than the instantly claimed invention (See MPEP 2144.04 IV A), since it 
appears that the purpose of the length of the cup holder is to allow for the space 
into which the food product is disposed. Nevertheless, to shorten the length 
would have thus been a matter of design choice for one having ordinary skill in 
the art and as such to shorten the length of the cup holder would also have 
provided the cup holder with a different configuration than that of the primary 
container. 

Therefore, applicant's concept of a packaged and serving configuration of 
a nested cup and cup holder has been taught or suggested by the prior art. 

2. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tai, 
Stewart, Schnakenberg and Rasanen as applied to claims 1, 4-6,10-11 and 
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18-21 above, and in further view of Holly (US 3246786) and Shelby (US 
3374922). 

The reference and reasons for rejection are taken as cited in the prior 
Office Action, mailed August 9, 2007. 

3. Claims 7-9, 12-17, 24, 25 and 27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tai in view of Stewart (US 4909394), Schnakenberg (US 
1366839) and Rasanen (WO03068613), as applied to claims 1, 4-6,10-11 and 
18-21 above, and in further view of Muraoka (US 4018904). Sorensen (US 
5425497) is cited as evidence. 

The references and reasons for rejection are taken as cited in the prior 
Office Action, mailed August 9, 2007. 

4. Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tai 
(US 6138862), Schnakenberg (US 1366839), Stewart (US 4909394), Rasanen 
(WO03068613) and Muraoka (US 4018904) as applied to claims 7-9, 14-17, 
24, 25 and 27, above, and in further view of Candy (US 5938015). 

The references and reasons for rejection are taken as cited in the prior 
Office Action, mailed August 9, 2007. 
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5. Claims 1, 4-10, 14-17, 19-21 and 23-25 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Muraoka (US 4018904) in view of Stewart (US 
4909394). 

The references and reasons for rejection are taken as cited in the prior 
Office Action, mailed August 9, 2007. 

6. Claims 11, 12, 18 and 27 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Muraoka (US 4018904) and Stewart (US 4909394), as 
applied to claims 1,4-10, 14-17, 19-21 and 23-25, above, and in further view 
of Syverson et al. (US 3227273). 

The references and reasons for rejection are taken as cited in the prior 
Office Action, mailed August 9, 2007. 

Response to Arguments 

7. Regarding the rejection of claims 1 1 and 24 under 35 U.S.C. 112, second 
paragraph, it is noted that as a result of the term, "such that" it is unclear as to 
whether the terms following the phrase are part of the claimed invention. It is 
noted that the cup must only have the limitations as disclosed, so that the 
container must only be capable of defining a space between a bottom wall, for 
instance. For this reason, the rejection is maintained for the reasons of record. 
Even if the language stated "as a result of which," as suggested by applicant, this 
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would still be considered functional language that the prior art would only be 
required to be capable of performing. Thus it is unclear as to whether the 
language following the limitation is part of the claimed invention. 



8. On page 8 of the response, applicant states that Muraoka's container includes 
projections that engage a recess between the ribs in the packaged configuration 
only. If Muraoka's containers were reversed and placed in a serving 
configuration, as claimed, it would be impossible for the radially inwardly 
projecting projections to engage anything on the cup, which would then be 
radially outward of the cup and its projections. Applicant further states that the 
ribs projecting radially outwardly from the cup could not engage anything on the 
cup, which would then be raidially inward of the cup and its ribs. 
Applicants arguments have been carefully considered but are not deemed 
persuasive. It is noted that instant claim 1 recites the wherein the cup holder is 
removable from the primary container such that the package can be converted 
into a serving configuration. Therefore, as previously stated, the package must 
only be capable of being reversed for the purpose of providing a serving 
configuration for the purpose of forming a double walled thermally insulating 
structure. Furthermore, the claim recites "complementary locking features on the 
cup holder and the primary container for locking the primary container into the 
cup holder in the serving configuration of the package..." Therefore, the package 
must only contain complementary locking features, as discussed in the prior 
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Office Action, mailed August 9, 2007, and wherein the locking features are 
capable of locking the cup holder to the outside of the primary container, in a 
serving configuration. It is noted that the ribs (16 and 17) project outwardly when 
in the packaged configuration. When the cup holder and the primary container 
are reversed so that the cup holder is in the serving configuration it is noted that 
the ribs (16 and 17) also have inwardly projection portions (Items 13 and 14). 
These inwardly projection portions would have met with the primary containers 
portions (Items 6,8 and 10) for providing complementary locking in a serving 
configuration. Since the claims recite wherein the package must only be capable 
of being nested in a serving configuration, it is noted, that there would have been 
a reasonable expectation of success that the locking features, as discussed 
above, would have resulted in locking of the primary container within the cup 
holder. 

Regarding applicant's assertion that there is nothing in Muraoka's 
disclosure indicating that if the cups were reversed in orientation that there would 
have been a snug fit between them it is noted that the reversing in orientation is 
merely a capability of the package, as currently claimed. And as discussed 
above, based on the skill of one having ordinary skill in the art, the package 
would have been capable of being reversed and there would have been a 
reasonable expectation of success in reversing the container. As previously 
discussed, the package must only be capable of being oriented in a serving 
configuration. This is further supported by the claim language, "the cup holder 
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being removable from the primary container such that the package can be 
converted into a serving configuration. 

It is further noted that applicant is claiming a primary container and a cup 
holder with the cup holder nested in the primary container when the package is in 
a packaged configuration. The claim does not positively recite the packaged 
configuration but only states that the cup holder is nested, at the time that it is 
packaged, into the primary container. 

9. On page 9 of the response, applicant states that Tai does not disclose locking 
features and fails to disclose the elongated skirt, flange and channel and further 
fails to disclose the channel receiving the rim of the primary container when the 
package is in the packaged configuration, as required by claim 1. As noted 
above, the packaged configuration is a future state of the package. That is, the 
package must only container a primary container and a cup holder such that 
when the package is in a packaged configuration the channel of the cup holder 
receives the rim of the primary container. Regarding Schnakenberg, applicant 
similarly states that the reference lacks various features of claim 1 , including at 
least the rim on the primary container, the flange and skirt on the cup holder, the 
complementary locking features and the channel receiving the rim of the primary 
container when the package is in the packaged configuration. 

In response to applicant's arguments against these references individually, 
one cannot show nonobviousness by attacking references individually where the 
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rejections are based on combinations of references. See In re Keller, 642 
F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 
USPQ 375 (Fed. Cir. 1986). In this case it has been recognized by the examiner 
that Tai, Stewart and Schnakenberg are silent in teaching wherein an elongated 
skirt depends from the flange of the cup holder such that a channel is defined 
between the skirt and the side wall of the cup holder, the channel of the cup 
holder being configured to receive the rim of the primary container when the 
package is in the packaged configuration. In combination with Rasanen 
however, the references teach the elements of the instant claim, as obvious, for 
the reasons of record. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. US 3541029, US 3717478, US 3743520, US 4074827 
disclose a food product in a container that is nested within a main container. US 
2766796 which has already been cited also discloses a food product in a 
container that is nested within a main container. It is noted that US 4348421 , 
which has already been cited, also discloses nested containers wherein the food 
product is within either container. The food product is disclosed within the nested 
container and also within the main container. US 3598271 disclose two 
containers wherein a nested container covers the cup but also acts as a coaster 
or cup holder when removed. 
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1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 
37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 



Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Viren Thakur whose telephone number is 
(571)-272-6694. The examiner can normally be reached on Monday through 
Friday from 8:00 am - 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Carol Chaney can be reached on (571)272-1284. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 




Viren Thakur 
Examiner 
Art Unit: 1794 




